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IN THE UNITED STATES PATENT & TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

FORM & MATTER, LLC, 

Opposer, 

v. 

MATTER AND FORM INC., 

Applicant. 

 

 

Opposition No.: 91221256 

 

Serial No. 86/295,070 

 

 

OPPOSER’S RESPONSE TO APPLICANT’S MOTION  

TO DISMISS & MOTION TO AMEND APPLICATION 

Opposer FORM & MATTER, LLC (“Opposer”) submits the following for its 

response to “Applicant’s Motion To Dismiss & Motion To Amend Application” filed in this 

proceeding on October 23, 2015 (the “Motion”).  As set forth more fully below, Opposer 

respectfully submits that the Board should enter judgment in favor of Opposer, sustaining the 

opposition as to International Classes 35 and 42 of the subject application, because Applicant has 

effectively abandoned its application as to the goods in those classes. 

I. ARGUMENT. 

A. Background. 

On May 29, 2014, Applicant filed Application Serial No. 86/295,070 (the 

“Application”), to register the mark, “MATTER AND FORM,” for the goods and services that 

were amended to the following in International Classes 9, 25, and 42: 

Three dimensional printer; Computer hardware, namely, 3D scanners 

and 3D printers; 3D laser scanners; hand-held 3D scanners; Computer 

software to capture and modify 3D images, data and models, in 

International Class 9; 
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Online retail store for 3D scanners, 3D printers and 3D models and 

products; Operation of a website featuring business information on 

industry developments relating to 3D scanning, 3D printing and 3D 

modeling, in International Class 35; 

 

Operation of a website featuring information on technological 

developments relating to 3D scanning, 3D printing and 3D modeling; 

Creating an online community for artists, modelers and end users to 

share images, data, models and digital designs for 3D printing, scanning 

and modeling via global computer networks, in International Class 42. 

On March 25, 2015, pursuant to Section 2(d) of the Lanham Act, Opposer filed its 

Notice of Opposition in this proceeding, opposing registration of the mark “MATTER AND 

FORM” for the goods and services in International Classes 35 and 42 (but not the goods in 

International Class 9) in view of, among other things, Opposer’s previously filed and issued 

federal trademark registrations and applications for the mark, “FORM & MATTER,” including 

the following: 

(a) U.S. Trademark Registration No. 4659862 for “FORM & 

MATTER” for “Providing online social network services for persons 

interested in artistic content, environmentally sustainable goods and 

services, and providing aid to restore and maintain the natural 

environment of planet Earth” in International Class 45, filed April 4, 

2011; 

 

(b) U.S. Trademark Registration No. 4679192 for “FORM & 

MATTER” for “Electronic publishing services, namely, publication of 

text and graphic works of others relating to artistic content and 

environmentally sustainable goods and services; on-line journals, 

namely, blogs featuring artistic content and environmentally sustainable 

goods and services” in International Class 41, filed April 4, 2011; and 

 

(c) U.S. Trademark Registration No. 4641485 for “FORM & 

MATTER” for “Printed matter, namely, books in the fields of artistic 

content, interior design, and environmentally sustainable living; prints; 

newsletters in the fields of artistic content, interior design, and 

environmentally sustainable living: in International Class 16, filed 

April 1, 2011. 
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On or about August 27, 2015, the Board entered a Notice of Entry of Default for 

Applicant’s failure to file an answer to the Notice of Opposition. 

On September 25, 2015, Applicant filed a Response to Notice of Default and 

Motion for Suspension, and an Answer To Notice of Opposition. 

On October 5, 2015, the Board entered an order setting aside the Notice of 

Default, noting Applicant’s filing of an Answer, and resetting the discovery and trial dates in the 

proceeding.  The Board order did not specifically address Applicant’s request for suspension. 

On October 23, 2015, Applicant filed the Motion, which seeks: (a) to amend the 

subject Application to delete all goods and services listed therein under International Classes 35 

and 42, without the consent of Opposer; and (b) to dismiss the Opposition on the grounds that the 

issue in this proceeding would be “moot.”  Applicant’s Motion should be denied and, instead, 

judgment should be entered, sustaining the opposition. 

B. Applicant’s Request to Amend the Application  

Without Consent Constitutes an Abandonment. 

In cases where an applicant attempts to amend its pending multi-class application, 

which has been opposed, the request for amendment is deemed to constitute an abandonment of 

the application insofar as the amended classes are concerned, and judgment must be entered to 

that extent. 

In an opposition to an application having multiple classes, if the 

applicant files a request to amend the application to delete an opposed 

class in its entirety, the request for amendment is, in effect, an 

abandonment of the application with respect to that class, and is 

governed by 37 CFR § 2.135. 

See TBMP § 602.01 (June 2015).  Pursuant to 37 CFR § 2.135, “[a]fter the commencement of an 

opposition. . . , if the applicant files a written abandonment of the application or of the mark 
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without the written consent of every adverse party to the proceeding, judgment shall be entered 

against the applicant.”  

In this case, it is undisputable that Applicant, pursuant to the Motion, has 

requested to amend its multi-class Application to delete the opposed classes (35 and 42) in their 

entirety.  Further, Applicant did not obtain the written consent of Opposer to Applicant’s 

proposed abandonment.  See Declaration of Counsel attached hereto.  Therefore, the Board must 

enter judgment, sustaining the opposition as to the opposed classes. 

II. CONCLUSION. 

For the reasons stated above, Opposer requests that the Board deny the Motion, 

and enter judgment in favor of Opposer, sustaining the opposition to the subject Application. 

DATED:  Honolulu, Hawaii, November 6, 2015. 

 Respectfully submitted, 

/s/ Martin E. Hsia 

MARTIN E. HSIA, REG. NO. 32,471 

COLIN O. MIWA 

CADES SCHUTTE LLP 

A Limited Liability Law Partnership 

1000 Bishop Street, Suite 1200 

Honolulu, HI 96813 

Tel: (808) 521-9200 

 

Attorneys for Opposer 

FORM & MATTER, LLC 

 



IN THE UNITED STATES PATENT & TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

FORM & MATTER, LLC, 

Opposer, 

v. 

MATTER AND FORM INC., 

Applicant. 

 

 

Opposition No.: 91221256 

 

Serial No. 86/295,070 

 

DECLARATION OF COUNSEL 

I, MARTIN E. HSIA, hereby declare as follows: 

1. I am a partner of Cades Schutte LLP, A Limited Liability Law 

Partnership, counsel of record for FORM & MATTER, LLC (“Opposer”), and am duly 

authorized to make this declaration, which is based upon my personal knowledge and 

information. 

2. Applicant did not obtain the written consent of Opposer to Applicant’s 

proposed abandonment. 

The undersigned being warned that willful false statements and the like are 

punishable by fine or imprisonment, or both, under 18 U.S.C. 1001, and that such willful false 

statements and the like may jeopardize the validity of the application or document or any 

registration resulting therefrom, declares that all statements made of his own knowledge are true; 

and all statements made on information and belief are believed to be true. 

DATED:  Honolulu, Hawaii, November 6, 2015. 

  

 /s/ Martin E. Hsia  

 MARTIN E. HSIA 32,471 
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CERTIFICATE OF SERVICE 

I HEREBY CERTIFY that a true and correct copy of OPPOSER’S RESPONSE TO 

APPLICANT’S MOTION TO DISMISS & MOTION TO AMEND APPLICATION was sent 

via electronic mail and by U.S. First Class mail this 6
th

 day of November, 2015: 

STACY L. EMHOFF, ESQ. 

PATRICIA A. WALKER, ESQ. 

RALPH E. JOCKE, ESQ. 

Walker  &Jocke & Co., LPA 

231 South Broadway 

Medina, Ohio  44256 

 

Attorneys for Applicant 

MATTER AND FORM, INC. 

 

DATED:  Honolulu, Hawaii, November 6, 2015. 

 

/s/ Martin E. Hsia 

MARTIN E. HSIA, REG. NO. 32,471 

COLIN O. MIWA 

CADES SCHUTTE LLP 

A Limited Liability Law Partnership 

1000 Bishop Street, Suite 1200 

Honolulu, HI 96813 

Tel: (808) 521-9200 

 

Attorneys for Opposer 

FORM & MATTER, LLC 


